
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313*1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/649,532 


08/27/2003 


Stuart L. Schreiber 


2001180-0077 


7136 



24280 7590 03/10/2006 

CHOATE, HALL & STEWART LLP 
TWO INTERNATIONAL PLACE 
BOSTON, MA 02110 



EXAMINER 



SOLOLA, TAOFIQA 



ART UNIT 



PAPER NUMBER 



1626 

DATE MAILED: 03/10/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



v/Zl/OC? /nCl/U/f OUIInHaly 


Application No. 

1 0/649,532 


Applicant(s) 

SCHREIBER ET AL 


Examiner 

Taofiq A. Solola 


Art Unit 

1626 





— The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
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Claims 1-30 are pending in this application. 
Claims 31-39 are cancelled. 

RESTRICTION REQUIREMENT 

Applicant's election of group I, claims 1-30, without traverse in the Paper filed 6/13/05 is 
hereby acknowledged. 

In selecting the invention of group I, applicant also elects the following species: 



Status of Claims 

The Office has reviewed the claims and disclosure to determine the scope of the 
independent invention encompassing the elected compound (compounds which are so similar 
thereto as to be within the same inventive concept and reduction to practice). The scope of an 
independent invention encompasses all compounds within the scope of the claims, which fall 
into the same class and subclass as the elected compound, but may include additional 
compounds, which fall in related subclasses. Examination of the elected compound AND the 
entire scope of the invention encompassing the elected compound as defined by common 
classification results in the following: 

In formula I, R3 is phenyl which may be substituted or form polycyclic rings, limited to 
those defined in the claims. R1-R2, R4-R6 are as defined in claim 1. As a result of the election 
and the corresponding scope of the invention identified herein, the remaining subject matter of 
claims 1-30, are withdrawn from further consideration by the Examiner, under 37 CFR § 
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1 .142(b), as being drawn to a non-elected subject matter. The withdrawn compounds are 
patentably distinct from the examined invention as they differ in structure and element and 
would require a separate search. In addition, a reference, which anticipates the examined 
invention, would not render obvious the non-examined subject matter. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

Claims 1-30 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 1 recite the definition of R7 on line 6 but there is no R7 in formula I. 
Claim 2 recites R5 on line 5, while there is no R5 in formula II. Therefore, claims 1- 
14, 23-30 are indefinite. 

Claims 23-25 improperly depend from their independent claims for failure to limit the 
scope of the independent claims. Claim 23 may contain (one or more) all the compounds of 
claim 1 or 2, and therefore fails to limit the scope of claim 1 or 2. Claims 23-25 are drawn to the 
same collection of compounds while claims 24-25 recite the compounds are in array format. 
Characterization such as, arrangement, function, or utility is not a limitation of a compound or 
product, and the compounds are the same in the claims. For example, see In re Best 562 F.2d 
1252, 1254; 195 USPQ 430 (CCPA, 1977). By deleting the claims the rejection would be 
overcome. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

o 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

Claims 1-16, 23-29 are rejected under 35 U.S.C. 102(a) as being anticipated by 
Blackwell et al., Angew. Chem. Int. Ed. (2001) Vol. 40, No. 18, pages 3421-3425. 

Blackwell et al., disclose combinatorial library of compounds in the attached 
abstract. 

Claims 1-14, 23-30 are rejected under 35 U.S.C. 102(a) as being anticipated by 
demons et al., Chem. & Biol. (2001) Vol. 8, No. 12, pages 1183-1195. 

demons et al., disclose composition of library of compounds in the attached 

abstract. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 23-29 are rejected under 35 U.S.C. 103(a) as being unpatentable over Blackwell 
et al., Angew. Chem. Int. Ed. (2001) Vol. 40, No. 18, pages 3421-3425. 
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Applicant claims a collection of compounds of claim 1 . In preferred embodiments the 
compounds are two or more, at least 100, 1000, 2000 or 10,000. The compounds are arranged 
in array format on a glass. 

Determination of the scope and content of the prior art (MPEP 2141.01) 

Blackwell et al., teach combinatorial library of compounds in the attached abstract. 

Ascertainment of the difference between the prior art and the claims (MPEP 2141.02) 

The difference between the instant invention and that of Blackwell et al., is that applicant 

claims the compounds are two or more, at least 100, 1000, 2000 or 10,000. The compounds 

are arranged in array format on a glass while Blackwell et al., do not teach specific minimum 

number of the compounds. 

Finding of prima facie obviousness— rational and motivation (MPEP s21 42.241 3) 

However, applicant merely stated the minimum not the maximum and the maximum 
could have been the same as that of Blackwell et al. Even then, specifying the number of 
compounds in a collection/library and arranging them in array format are not patentable 
significant, and are not patentable over the prior art of Blackwell et al. Therefore, the instant 
invention is prima facie obvious from the teaching of Blackwell et al. One of ordinary skill in the 
art would have known to claim the minimum number of compounds in a library at the time this 
invention was made. The motivation is from the teaching of Blackwell et al., that the 
compounds are a collection. 

Claims 23-29 are rejected under 35 U.S.C. 103(a) as being unpatentable over demons 
etal., Chem. & Biol. (2001) Vol. 8, No. 12, pages 1183-1195. 
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Applicant claims a collection of compounds of claim 1 . In preferred embodiments the 
compounds are two or more, at least 100, 1000, 2000 or 10,000. The compounds are arranged 
in array format on a glass. 

Determination of the scope and content of the prior art (MPEP 32141.01) 

demons et al., teach combinatorial library of compounds in the attached abstract. 

Ascertainment of the difference between the prior art and the claims (MPEP 32141.02) 

The difference between the instant invention and that of demons et al., is that applicant 

claims the compounds are two or more, at least 100, 1000, 2000 or 10,000. The compounds 

are arranged in array format on a glass while demons et al., do not teach specific minimum 

number of the compounds. 

Finding of prima facie obviousness—rational and motivation (MPEP 32142.2413) 

However, applicant merely stated the minimum not the maximum and the maximum 
could have been the same as that of demons et al. Even then, specifying the number of 
compounds in a collection/library and arranging them in array format are not patentable 
significant, and are not patentable over the prior art of demons et al. Therefore, the instant 
invention is prima facie obvious from the teaching of demons et al. One of ordinary skill in the 
art would have known to claim the minimum number of compounds in a library at the time this 
invention was made. The motivation is from the teaching of Blackwell et al., that the 
compounds are a collection. 

Applicants arguments filed 1/5/06 have been fully considered but they are not 
persuasive. Applicant contends that Stuart Schreiber, one of the instant inventors, is an author 
of the cited prior arts, and that none of the prior arts relates to the instant compounds. This is 
not persuasive for reasons set forth above. Applicant should read the statutes above. 
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Allowable Subject Matter 

Claims 17 and<£2 are allowable over prior arts of record. Claims 18-21 are being 
withdrawn and should be cancelled. See Status of Claims, supra. In addition to overcoming the 
prior arts, claims 1-14, 23-30 should be amended within the scope of allowable subject matter 
as stated under Status of Claims, supra. 

Drawing 

Figures 23-25 filed 8/27/03 are objected to because the legends are hand-written. New 
figures with printed legends must be submitted. 

THIS ACTION IS MADE FINAL Applicant is reminded of the extension of time policy as 

set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing date 
of this final action. 

Telephone Inquiry 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Taofiq A. Solola, PhD, JD, whose telephone number is (571) 272-0709. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. Joseph McKane, can be reached on (571 ) 272-0699. The fax phone number for 
this Group is (571 ) 273-8300. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (571) 272-1600. 
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